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REMARKS 

Applicant thanks the ExaminiBr and liis supervisor for the cooittesy extended to 
Apphcant's representatives Messrs. Lawrence T. Cullen and Takehiko Yonezawa during an 
interview on April 27, 2004. 

During the interview, Applic^t presented a draft amendment to claim 49 which is 
substantially similar to above claim 49. Applicant explained the operation of the invention and 
explained that the claims "second address indicator"' did not constitute a binary counter by the 
language of the claim, which recites ihat the number of positions indicated is not a natural 
number which is a power of 2, Applicant also explained that the phrase '^the number of 
processing target instmctions bemg aby natural number except for a power of 2" does not state 
that an mfinite number of instruction^ are included, but that simply numbers of instructions 
which are a power of 2 are excluded;; It is Applicant's understanding that the Examiner's 
appreciated Applicant's position but decided to take the matters under further consideration upon 
the filing of this response. 

I. Introduction 

Claims 2-1 1 and 49-51 are pending in the above application. 
Claims 1-11 and 49-50 stand liejected under 35 U.S.C. §112TfL 
Claims 1-11 and 49-50 stand negected under 35 U.S.C.§103, 
Claims 49, 50 and 51 are the independent clauns. 

U. Amendment 

Claims 49 and 51 have been a^iended to better conform to conventional U.S. claim 
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drafldug practices. Claims 49-51 ha^^e been amended to replace "first program counter" with 

■. 

"first address indicator**, and to replace "second program counter" with "second address 

r 

indicator". Support for these limitations may be found at least in Figure 3 A-3C and 6, and 
described at least at pages 33-49 of tfie specification. 

Claims 1-11 have been amended to confonn to the amendments to claim 49. 

I 

Uh Rejections Under 35 U-S.C.^§112 f 1 

Claims 1-1 1 and 49 and 50 stfend rejected under 35 U.S»C. § 1 12, first paragraph on the 
basis that "an arbitrary number*' of tatget instructions "lack support in the specification."' 

Applicant respectfully traverses the rejection at least for the reasons presented in 
AppUcant's response filed on March SO, 2004, incoiporated herein, and the reasons set forth 
below. 

The Examiner is respectfully reminded that, it is well established that the words used in 
the claims are examined through the tiewing glass of a person skilled in the art. See, Tegal 
Corp. V. Tokyo Electron Am., Inc. 25|7 R3d 1331, 1342, 59 USPQ2d 1385, 1393 (Fed. Cir. 
2001). See also, MPEP 21 1 1, pg. 21Q0.47, '^e broadest reasonable interpretation of the claims 
must also be consistent with the interpretation that those skilled in the art would reach**, citing In 
re Cortright, 165 F.3d 1353, 1359 (Fdd, Cir. 1999). 

To the extent that the Office action is asserting that an aibitrary number of instructions is 
not supported by the specification, ApipUcant respectfully traverse, and direct the Examiner to 



Applicant notes that it is not clear if the refefction is under the written description provision of §1 12 or tbe 
enflblcment provision. As the Office action dbes not discuss any fectors of enablement, it is presumed *e rei eciion 
15 for an alkgedUck of written description. $ce, MPEP 2164. To Hic extern that the lejection is imintained, 
Apphcants respectfully request clarification, i 
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lines 2-14 on page 35 of the specificiati on, which indeed makes it clear that '^m instruction units" 
may be used Moreover, one of skill in the art would readily be able to determine an appropriate 
number of instructions based on ApjJlicant's disclosure at least by following the guidance 
provided in the equations on page 35* 

The rejecti on appears to be b&sed on the claim phrase "the number of processing target 
instructions hein^ nnv n5*liiTrtl rniTtiVi*?^ wrwt ^Wt- -a ^m^^^ ^^4.^4. +t : 4.: 

is asserting that this phrase states th^ an infinite number of instructions may be used. 
Applicant's respectfully traverse. As properly understood by one of skill in the art, this phrase 
does not state an infmite number of iiistructions are included, but that simply numbers of 
instractiotis which are a power of 2 aie excluded. Moreover, those of skill in the art will readily 
appreciate that an instruction must hive a minimum bit lengtti, which would hmit the number of 
instructions m a packet of a fixed bitisize. Accordingly, the number of instructions which are 
available would not be understood hf those of skill in the art to be an infinite number, but would 
be within practical boundaries of the art and within the spirit of the disclosed invention. 
Accordingly, Applicant respectfiilly requests the rejections to be withdrawn. 

IV. Rejection Under Prior Art : 

Claims 2-11 and 49-5 1 stand Rejected under 35 U.S.C. § 103 as being urqjatentable over 
Christie et al. (U.S. Pat. 5,559,975)(hfereafter "Christie"). 

Obviousness can only be estalilished by combining or modifying the teachings of the 
prior ait to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or in the knowledge generally 
available to one of ordinary skill in th^ art. Ecolochem Inc. v. Southern California Edison Co., 
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227 F.3rd 1361, 56 U.S.P.Q.2d (BNjV) 1065 (Fed. Cir. 2000); In reDembiczak, 175 F.3d 994, 
999, 50 U.S.P.Q.2D (BNA) 1614, 1617 (Fed. Or. 1999); In re Jones, 958 F.2d 347, 21 
U.SJ>.Q.2d 1941 (Fed. Cir. 1992); afid/« re Fine, 837 F.2d 1071, 5 U.S.P.Q.2d 1596 (Fed. Cix. 
1988). See also MPEP 2143.01. 

Chirstie does not disclose or suggest a processor for reading instructions from a memory 
which includes a. 

least one processing packet being made of a natural number of bytes, the processing packet 
including processing target instructions, each processing target instruction being an operation to 
be executed by the processor, the nuiiber of processing target insUiictions being any natural 
number except for a power of 2; a first address indicator configured to indicate a storage position 
of the processing packet in the memory; and a second address indicator configured to indicate a 
position of a processing target instruction in the processing packet by using the same number of 
positions as the number of processing target instructions, and cycling through the positions, 
wherein after the second address indicator finished cycling through liie positions, the first 
address indicator indicates the next s^rage position of the processing packet in the memory, as 
recited by amended claim 49, and sutistantially recited by amended claim 50. Christie discloses 
to use B conventional counter to count binary address positions in a memory. Abs.. Figs. 1-2 and 
4-5, col. 8, 11. 4 through col. 1 1, II. 39^ Christie does not disclose or suggest to use a number of 
processing target instructions which aire not a power of 2, nor to use an address indicator 
configured to indicate a position of a processing target instruction in the processing packet by 
using the same number of positions as the number of processing target instructions, and cycling 
through the positions, i.e. a number ofpositions which are not a power of 2. Indeed, the Office 
action appears to recognize this failur^ of Christie. Office action, page 7. 
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However, the Office action s^pears to assert, without citation to any reference or 
authority, that 'Ue difference is onl^ the exclusive number of implementation, where the number 

i 

is conforming to standards in size ini accoidance to the length of a given instructioii set." 
However, it is well established that i rejection must be based on factual evidence, not mere 
speculation. See. In re Ue. Ill F.3d 1338 (Fed. Cir. 2002) "deficiencies of the cited reference 

c2z:i!C>t be remedied bvths "D'^"'-'^*'' «t u^* ci i j j 



'common sense' . . . common knowle|dge and conunon sense ... do not substimte for authority." 
In short, there is simply no suggestion in Christie or the prior art to use an address indicator 
configured to indicate a number of positions of a processing target instmction which are not a 
power of 2. To die extent that the rejection is maintained, the Examiner is respectfully requested 
to particularly point to objective factiial evidence to support the assertions. 

The Office action goes on to Assert that "structural similarity" is achieved. However, it is 
well established that the acmal claimed invention must be produced to estabUsh a prima facie 
case of obviousness, producing something which is allegedly similar to the claimed invention 
does not establish a prima facie case if obviousness. See MPEP 2143 "to estabUsh a prima facie 
case of obviousness ... the prior art reference . . . must teach or suggest all claim limitations" 
(bold added for emphasis). Accordingly, the Office action clearly has not established a prima 
facie rejectioti. 

Moreover, the Examiner is? respectfully reminded that obviousness can only be 
established by combining or modifyjng the teachings of the prior art to produce the claimed 
invention where there is some teachiiig. suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art. 
Ecolochem Inc. v. Southern Californik Edison Co., 221 F.3rd 1361, 56 U.S.P.Q.2d (BNA) 1065 

! 
f 
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(Fed. Cir. 2000); In re Dembiczak, \15 F.3d 994, 999, 50 U.SJP.Q.2D (BNA) 1614, 1617 (Fed. 
Cir. 1999); In re Jones, 958 F.2d 34^, 21 U.S.P.Q.2d 1941 (Fed. Cir. 1992); and In re Fine, 837 
F.2d 1071, 5 U.S.P.Q.2d 1596 (Fbd. Cir. 1988). See also MPEP 2143.01. It should be 
recognized that the fact that the prifar art could be modified so as to result in the combination 
defined by the claims at bar would ^ot have made the modification obvious unless the prior art 

"<= —•J ^^..-.Mwii. / w /XV T^W, \JUX Jl J ^J-CU. 

Cir. 1986). Recognizing, afler the 4ct, that such a modification would provide an improvement 
or advantage, without suggestion thfereof by the prior art, ratlier than dictating a conclusion of 
obviousness, is an mdication of imprbper application of hindsight considerations. Simplicity and 
hindsight are not proper criteria for resolving obviousness. In re Wajiter, 379 F.2d 1011, 154, 
USPQ 173 (CCPA 1967). Tn the present case, the OfBce action does not appear to provide any 
motivation to produce the claimed indention, and does not even appear to purport to produce the 
claimed invention at alL 

V. CONCLUSION 

? 

t .... 
t 

Having foUy and completely i^onded to the Office Action, Applicants submit that aU of 
the claims are now in condition for allowance, an indication of which is respectiiiUy solicited. If 
there are any outstanding issues that i^ght be resolved by an interview or an Examiner's 
amendment, the Examiner is requested to call Applicants' attorney at the telephone number 
shown below. 

To the extent necessary, a petition for an ejctension of time under 37 CFJl. 1.136 is hereby 
made. Please charge any shortage in f.^ due in connection with the filing of this paper, including 
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extension of time fees, to Dqposit Account 500417 and please credit any excess fees to such deposit 
account. 



600 13* Street, N,W. 
Washington, DC 20005-3096 
(202) 756-8000 MEFiMWE 
Date: April 29, 2004 
Facsimile: (202)756-8087 
WDC99 914310-1.067471.0023 



Respectfully submitted, 
MCDERMOTT. WILL & EMERY 

Lawrence T. CuMen 
Registration No. 44,489 
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